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1 . Upon review and reconsideration, the finality of the previous Office Action 
is hereby withdrawn and an action on the merits follows. 

2. The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

3. The following rejections are being maintained: 

Claim Rejections - 35 USC. 103 

4. Claims 1 , 8, 14, 1 8, 3 1 remain rejected under 35 USC 103, and newly added 
claims 47-51 are rejected under 35 USC 103 for the reasons previously set forth in 
the paper mailed August 10, 2005, Section 10, pages 5-10. 

It is noted that newly added claims 47-5 1 are drawn to a method of 
controlling weight gain in mammals by limiting lipase activity comprising 
administering antilipase antibody wherein said quantity of anti-lipase antibody 
requires an increase of more than approximately 35% in food intake to increase 
weight of the mammals by 1 gram (claim 47), more than approximately 450% in 
food intake to increase weight of the mammals by 1 gram (claim 48), wherein the 
antilipase antibody comprises avian antilipase antibody (claim 49), wherein the 
antibody is orally administered (claim 50), in feed (claim 51). It is noted that the 
primary prior art reference, US Patent No. 4, 598,089 is specifically drawn to 
methods for treating or preventing obesity, that is controlling weight gain in 
mammals, thus, it would have been prima facie obvious to one of ordinary skill in 
the art, and one would have had a reasonable expectation of success in controlling 
weight with the method of the combined references because the combined 
references teach both the means and motivation for inhibiting pancreatic lipase to 
prevent the absorption of fat in mammals which is a process that would be 
expected to result in controlling weight gain 
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The prior art references teach as set forth previously, but do not teach a 
method wherein said quantity of anti-lipase antibody requires an increase of more 
than approximately 35% in food intake to increase weight of the mammals by 1 
gram, more than approximately 450% in food intake to increase weight of the 
mammals by 1 gram. 

However, although the combined references do not teach that the quantity of 
anti-lipase antibody requires an increase of more than approximately 35% in food 
intake to increase weight of the mammals by 1 gram or more than approximately 
450% in food intake to increase weight of the mammals by 1 gram, the claimed 
method appears to be the same as the method of the combined references, absent a 
showing of unobvious differences. The office does not have the facilities for 
examining and comparing applicant's method with the method of the combined 
references in order to establish that the method of the combined prior art does not 
possess the same material structural and functional characteristics of the claimed 
method. In the absence of evidence to the contrary, the burden is upon the 
applicant to prove that the claimed methods are different than those taught by the 
combined prior art and to establish patentable differences. See In re Best, 562 F.2d 
1252, 195 USPQ 430 (CCPA 1977) and Ex parte Gray, 10 USPQ 2d 1922 1923 
(PTO Bd. Pat. App. & Int.). 

Applicant argues that US Patent Nos 5, 585,098 and 5,080,895 (a) are not 
analogous art since both patents read on treatment of diseases by administration of 
antibodies, (b) teach away from use to treat obesity since most diseases tend to 
cause weight loss and such weight loss further complicates recovery and because 
weight loss is an undesirable characteristic in the treatment of illness, the 
references would not lead one to experiment with reduction of weight and/or 



Application/Control Number: 08/888,202 Page 4 

Art Unit: 1642 

prevention of weight gain via antibodies, (c) there is no indication in either 
reference to weight or obesity that lipase activity is decreased by addition of anti- 
lipase antibodies.. The argument has been considered but has not been found 
persuasive because (a), (b) and (c). Applicant is arguing the references individually 
without clearly addressing the combined teachings. It must be remembered that 
the references are relied upon in combination and are not meant to be considered 
separately as in a vacuum. It is the combination of all of the cited and relied upon 
references which made up the state of the art with regard to the claimed invention. 
In re Young, 403 F.2d 754, 159 USPQ 725 (CCPA 1968); In re Keller 642 F.2d 
413,208 USPQ 871 (CCPA 1981). US Patent Nos 5, 585,098 and 5,080,895 are 
specifically cited because they teach the successful oral administration of avian 
antibodies, wherein the avian antibodies retain activity in the gastrointestinal tract 
because of their stability and because of their great resistance to acid and heat. 
Applicants claimed invention fails to patentably distinguish over the state of the 
are represented by US Patent Nos 5, 585,098 and 5,080,895 in combination with 
the other cited references. 

Applicant argues that JP02 150294 appears to state inter alia that the 
monoclonal antibody never inhibits the enzymatic activity of the lipase and thus 
teaches away from Applicant's invention. The argument has been considered but 
has not been found persuasive because it appears that Applicant is 
mischaracterizing the teaching of JP02 150294. The reference states that the 
antibody never completely inhibits, that is partially inhibits lipase activity. It is 
suggested that Applicant review page 6 of the prior action wherein JP 02140294 
also teaches that monoclonal antibody against pancreatic lipase hinders lipase 
activity. Once again, Applicant is arguing the references individually without 
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clearly addressing the combined teachings. It must be remembered that the 
references are relied upon in combination and are not meant to be considered 
separately as in a vacuum. It is the combination of all of the cited and relied upon 
references which made up the state of the art with regard to the claimed invention. 
In re Young, 403 F.2d 754, 159 USPQ 725 (CCPA 1968); In re Keller 642 F.2d 
413,208 USPQ 871 (CCPA 1981). 

Applicant's arguments have not been found persuasive and the rejection is 
maintained. 

New Grounds of Rejection 
Claim Rejections - 35 USC 112 

5. Claims 1, 8, 14, 47-49 are rejected under 35 USC 1 12, first paragraph, as 
the specification does not contain a written description of the claimed invention. 
The limitation of a method for inhibiting lipase activity in a mammal comprising 
administering to the mammal an avian antibody in the absence of the modifying 
statement "orally" has no clear support in the specification and the claims as 
originally filed. It is noted that Applicant does not point to support in the 
specification for the broadening of the claims. A review of the specification 
reveals that the present invention relates to a method for decreasing fat absorption 
by orally feeding chicken antibodies against lipase (p. 4, lines 6-9), reveals 
"feeding anti-lipase antibodies to mice (p. 4, line 15), reveals that antibody extract 
can be fed in water suspension and included in feed as dry powder and/or 
encapsulated in liposomes (p. 4, lines 17-19), mixing the antibody with water for 
feeding to mice (p. 6, Example 5), reveals the feeding of anti-lipase in (Example 6, 
p. 10), reveals mixing the anti-lipase with the rat diet, (p. 1 1, line 2), feeding the 
antibody at Example 9, p. 12). However, in no instance is there a reference to a 
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generalized administration of the antibody in absence of the proviso of oral 
administration. The subject matter claimed in claims 1, 8, 14, 18, 31, 47-49 
broadens the scope of the invention as originally disclosed in the specification. 

6. Claims 47-5 1 are rejected under 35 USC 1 12, first paragraph, as the 
specification does not contain a written description of the claimed invention. The 
limitation of a method for controlling weight gain in mammals by limiting lipase 
activity wherein an increase of more than approximately 35 % in food intake is 
required to increase weight of the mammals by 1 gram has no clear support in the 
specification and the claims as originally filed. Applicant points to support for the 
newly added limitation in the claims at Example 5, page 9 of the specification. A 
review of the specification at page 9 reveals support for the reduced weight gain in 
mice fed anti-lipase antibody, wherein the anti-lipase group ingested 32.87% more 
feed to gain 1 gram of body weight than the control group. Nowhere in the cited 
support is there support for the broadly claimed mammals, nowhere in the cited 
support is there support for increase of more than approximately 35% in food 
intake required to increase weight of the mammals by 1 gram. The subject matter 
claimed in claims 47-5 1 broadens the scope of the invention as originally disclosed 
in the specification. 

7. Claim 48 is rejected under 35 USC 1 12, first paragraph, as the specification 
does not contain a written description of the claimed invention. The limitation of a 
method for controlling weight gain in mammals by limiting lipase activity wherein 
an increase of more than approximately 450% in food intake is required to increase 
weight of the mammals by 1 gram has no clear support in the specification and the 
claims as originally filed. Applicant points to support for the newly added 
limitation in the specification at pages 9-10. A review of the specification at page 9 
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reveals as set forth above but does not reveal support for an increase of more than 
approximately 450% in food intake is required to increase weight of the mammals 
by 1 gram. A review of page 10 reveals support for 197.13 grams of feed required 
for anti-lipase antibody mice to gain 1 gram of body weight wherein control 
required only 35.70 grams of feed to gain 1 gram of body weight, wherein 451% 
increase in food intake, over the control mice, was required for the anti-lipase mice 
to gain 1 gram of body weight. Nowhere in the cited support is there support for 
the broadly claimed mammals, nowhere in the cited support is there support for 
increase of more than approximately 450% increase, over control, in food intake. 
The subject matter claimed in claim 48 broadens the scope of the invention as 
originally disclosed in the specification. 

8. Claims 1 8 and 3 1 are rejected under 35 USC 1 12, second paragraph because 
there is no antecedent basis for the term "fed" in claim 1 from which they depend. 

9. Claims 47-5 1 are rejected under 35 USC 1 12, second paragraph because 
claims 47 and 48 are drawn to a quantity of antilipase antibody wherein said 
quantity of antilipase antibody requires an increase of more than approximately 
35%/450% in food intake to increase weight of the mammals by 1 gram. The 
claims are confusing because it is not clear how the antibody can require the 
increased food intake. 

10. All other objections and rejections recited in the previous Action are hereby 
withdrawn. 

1 1 . No claims allowed. 

12. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Susan Ungar, PhD whose telephone number is 
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(571) 272-0837. The examiner can normally be reached on Monday through 
Friday from 7:30am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jeffrey Siew, can be reached at 571-272-0787. The fax 
phone number for this Art Unit is (571) 273-8300. 

Effective, February 7, 1998, the Group and/or Art Unit location of your 
application in the PTO has changed. To aid in correlating any papers for this 
application, all further correspondence regarding this application should be 
directed to Group Art Unit 1642. 



Susan Ungar / 
Primary Patent Examiner 
October 20, 2006 




